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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments with respect to claims 1-13 and 15-18 have been considered but 
are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1-7, 9, 10, 12, 13, and 15-17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by McKinnon (US 5,792,055). 

McKinnon anticipates all claimed features in claims 1-13 and 15-18. 

Claims 1, 2, 5, 6, 9, 13, and 16: McKinnon discloses a method and apparatus of imaging 
a region interest using MRI system comprising steps of placing the patient 3 in a static magnetic 
field from the magnet 2, applying RF excitation pulses with RF source 6 to the region of interest, 
and detecting magnetic resonance signals with MRI device from the region of interest with an 
array of at least two spaced electrodes in proximity to the region of interest where the distal ends 
of the electrodes include two disconnected or spaced apart RF antenna 18 and 19, insulated or 
shielded 20 and 21 from each other where the electrodes functions with the conducting medium 
as a coil for detecting MR signals (col. 3, lines 53-65; col. 4, lines 1-24; col. 4, lines 38-65; col. 
5, lines 32-43; col. 5, lines 44-63). In addition, McKinnon discloses feed wires 9 to guide the 
antenna to the region interest. 



Application/Control Number: 09/904,600 Page 3 

Art Unit: 3768 

Claims 3 and 4: The conducting medium being tissue for fluid site specific and 
McKinnon inherently discloses the limitation of the fluid or tissue medium by virtue of catheter 
placed in a patient's blood vessel (col. 4, lines 18-24). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 7, 10, 12, 15, and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over McKinnon as applied to claims 1, 5, 6, 13, and 16 above, and further in view of Glowinski 
etalQJS 5,868,674). 

McKinnon substantially discloses all claimed features in claims 7, 10, and 17 as 
described above. 

Claims 7, 10, and 17: However, McKinnon is silent as to the shape of the open wire 
antenna. This shape of the saddle coil in well in the art as evident by Glowinski et al as shown in 
figure 3, element 31 showing that the coils are arranged in saddle coil along the circumference of 
the catheter (col. 5, lines 15-39). Therefore, it would have been obvious to one having an 
ordinary skill in the art at the time the invention was made to apply teachings of Glowinski et 
al's alternative coil design to McKinnon' s device and method to achieve the claimed invention. 

Claims 12 and 15: In addition, Glowinski et al disclose that the catheter is used along 
with interventional instrument such as biopsy needles (col. 1, lines 57-61). 
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6. Claims 8,11, and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Glowinski et al as applied to claim 1 above, and further in view of Nowinski et al (US 
6,701,173). 

McKinnon substantially discloses all claimed features in claims 8, 1 1, and 18. However, 
McKinnon does not disclose retractable electrodes that extend out from within the catheter. 
Nowinski et al disclose the above deficiency where the retractable electrode is shown in figure 
23B. Although Nowinski et al's device is not particularly for MR system, the catheter and the 
electrode within the catheter is MR visible. Therefore, it would have been obvious to one having 
an ordinary skill in the art at the time the invention was made to apply the teachings of Nowinski 
et al with McKinnon' s disclosure above to improve the catheter device with retractable electrode. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William Jung, Ph.D. whose telephone number is 571-272-4739. 
The examiner can normally be reached on Mon-Fri 8:30 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eleni Mantis-Mercader can be reached on 571-272-4740. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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